The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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ON BRI EF

Bef ore ABRAMS, FRANKFORT, and MCQUADE, Admi nistrative Patent
Judges.

MCQUADE, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

Larry E. Ward et al. appeal fromthe final rejection of
claims 9 and 10, the only clainms pending in the application.

W reverse.
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THE | NVENTI ON

The invention relates to "balusters used as conponents
for railing assenblies" (specification, page 1). Cdaim9 is

illustrative and reads as foll ows:

In a railing assenbly including a top rail, a bottom
support, and a plurality of hollow plastic balusters having
upper and | ower ends, a hollow reinforcing tube having an
upper end and a | ower end extending through the holl ow
interior of the balusters, and support neans nounting the
bal usters in spaced apart relation between the top rail and
bott om support, and retaining the respective ends of the
reinforcing tube, the inprovenents conprising the support
means for receiving the upper end of the baluster and
including a first support bracket secured to the top rail and
i ncluding a base portion provided with an aperture, an annul ar
wal | surroundi ng the aperture and extending fromthe first
base portion for receipt of one end of the reinforcing tube;
and a second support bracket secured to the bottom support and
i ncluding a second base portion provided with an aperture, an
annul ar wall surrounding the aperture and extending fromthe
second base portion for receipt of the other end of the
rei nforcing tube.

THE PRI OR ART

The itens relied upon by the exam ner as evidence of
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obvi ousness are:

Kat z 5, 029, 820 Jul. 9,

1991

The railing assenbly set forth in the preanble of
appealed claim9 (the admtted prior art).?

THE REJECTI ON

Clainms 9 and 10 stand rejected under 35 U.S.C. § 103(a)
as being unpatentable over the admtted prior art in view of

Kat z.

Attention is directed to the appellants' brief (Paper No.

7) and to the exam ner's answer (Paper No. 8) for the

1'Cdaim9 is a Jepson-type claim (see 37 CFR § 1.75(e)),
and as such its preanble elenments are inpliedly admtted to be
old inthe art. See In re Ehrreich, 590 F.2d 902, 909-10, 200
USPQ 504, 510 (CCPA 1979) and MPEP § 2129. The appellants
have not challenged this inplied adm ssion. Despite sone
m nor inconsistencies in the term nology enployed in claim9,
we understand the adm ssion to enconpass a railing assenbly
wherein a hollow reinforcing tube extends through the interior
of each of the bal usters.
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respective positions of the appellants and the examner with

regard to the nerits of this rejection.

Dl SCUSSI ON

The admtted prior art railing assenbly set forth in the

preanbl e of claim9 does not neet the subsequently recited

i nprovenent limtations requiring first and second support
brackets each including a base portion provided with an
aperture, and an annul ar wall surrounding the aperture and
extending fromthe base portion for receipt of one end of a

rei nforcing tube.

Kat z di scl oses a support base or bracket 28 for a railing
post. The bracket conprises a body portion 30 having an
aperture (see Figures 4 and 5), with upstanding side wall
portions 44, 46, 56 and 58 surrounding the aperture and
defining a socket 60 for receiving the |ower end of the post.
The side wall portions are orthogonally oriented to give the
socket a rectangul ar cross-section which is conplenentary to

4
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the rectangul ar cross-section of the |lower end of the post.

In rejecting clainse 9 and 10 under 35 U. S.C. 8§ 103(a),
t he exam ner has concluded that it would have been obvious to
one of ordinary skill in the art at the tinme the invention was
made "to use the bracket, as taught by Katz, to nodify the
[adm tted] prior art to provide a support bracket that can be
readily renmoved without dismantling the railing and to provide
addi tional strength" (answer, page 3, quoting fromthe fina
rejection). 1In other words, the exam ner considers that it
woul d have been obvious "to use a bracket, as taught by Katz,
to hold the balusters in the railing assenbly of the prior art
di sclosed in the preanble of the Jepson type claim9 so as to
readily renove a piece of the railing without having to

dismantle the railing" (answer, page 5).

The appel | ants have not disputed the obviousness of this
proposed conbi nation of the admtted prior art and Katz.
Rat her, the appellants in essence contend that the examner's
rejection is unsound because the conbi nati on woul d not neet
the limtations in claim9 requiring the first and second

5
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brackets to each include an annular wall for receipt of one
end of the reinforcing tube. 1In this vein, the appellants

submt that

Kat z does not discl ose nor suggest, Appellants’
clainmed reinforcing tube 26. Accordingly, it is
i npossible for Katz to obviate Appellants' clained
structure including an annular wall 24 which defines
an aperture for receiving a reinforcing tube 26.
Note that the Katz upstanding wall portions and
transverse wall portions 44, 46, 56, and 58 are
simlar in nature to Appellants' marginal wall 40
whi ch receives the | ower end of the baluster 14.
However, this is not identical nor equivalent to
Appel I ants' cl ai med structure, including an annul ar
wal I which defines an aperture for receiving a
reinforcing tube [brief, pages 4 and 5].

Assum ng for the sake of argunment that it woul d have been
obvi ous to use brackets of the type disclosed by Katz to nount
the admtted prior art balusters to their top rail and bottom
support, it stands to reason that the sockets 60 forned by the
upstandi ng wal |l portions 44, 46, 56 and 58 woul d receive the
ends of the admitted prior art balusters as well as the ends
of the reinforcing tubes extending through the holl ow
interiors of the balusters. Wall portions 44, 46, 56 and 58,
however, do not respond to the limtations in claim?9

6
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requiring the wall on each bracket to be "annul ar."

Not wi t hst andi ng the exam ner's apparent finding to the
contrary (see pages 5 and 6 in the answer), the wall defined
by these wall portions is not "annular" under any ordinary and
accustonmed neaning of this term?2 It is not apparent, nor has
t he exam ner expl ai ned, why this difference between the

cl ai med subject matter and the prior art is such that the
subject matter as a whol e woul d have been obvious at the tine
the invention was nmade to a person having ordinary skill in

the art.

Therefore, we shall not sustain the standing 35 U S. C
§ 103(a) rejection of claim9, or of claim10 which depends
therefrom as being unpatentable over the admtted prior art

in view of Katz.

2 For exanple, Wbster's New Collegiate Dictionary (G &
C. Merriam Co. 1977) defines the term "annular"” as neaning
"of, relating to, or formng a ring." Although Wbster's
presents nunerous definitions of the term”"ring," all of those
whi ch are reasonably pertinent to the term"annul ar” denote an
el ement which has a circular (as opposed to rectangul ar)
configuration.



Appeal No. 2000-0520
Application No. 08/956, 160

SUMVARY

The decision of the examner to reject clains 9 and 10

under 35 U. S.C. 8§ 103(a) is reversed.

REVERSED

NEAL E. ABRAMS )
Adm ni strative Patent Judge
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